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Abstract 

While the notion of the registrability of a trademark, which relates to its capability of being distinctive (that can either be 
inherent or acquired-through established usages) and being represented graphically is well established, there is dearth on clear registrable 
criteria of the non-conventional trademarks (NCTs). The advent of numerous unusual and non-orthodox trademarks by manufacturers 
owing to the increasing significance of the impactful advertisements has necessitated the registration and legal protection of these 
trademarks. With the increasing E-commerce, the netizens’ attention can be achieved more efficiently through unique motion or sound 
marks which have greater psychological import on the existing and the potential target consumers and thus are of greater economic 
significance.  The paper discusses the various NCTs, viz., the color marks, smell marks, taste marks, sound marks, motion marks and 
holograms. There is a gap between the pace of emergence of these marks and the pace at which legislations are promulgated to accord 
legal protection to them. Though some of these marks have been protected under the EU and US legislations, the registration of these 
marks is still hindered by certain practical and procedural issues. The Indian Trademark Act, 1999 read with the Trademarks Rules, 
2017does not provide for clear procedure for the recognition and the registration of the NCTs. There exists a serious lacuna when it 
comes to legislative protection of all the above mentioned NCTs.  
 The paper attempts to harmonize the existing criteria for the registration of the NCTs by proposing technological solutions/ideas 
for the office/trademark registry that accepts the same and analyses the various modalities for registration that can be considered as 
appropriate representation of the NCTs. The paper further addresses policy recommendations, comparing the Indian jurisdiction with 
the other jurisdictions, providing unconventional insights for conventionalizing the registration of the NCTs.  
 
Keywords: Non-Conventional Trademark, EU, Graphical Representation, Registration, USA. 
 
1. Introduction  

Trademark is the identification mark of a trader and his/her goods/products. This brand factor has gained immense impetus as 
the consumers attach a sense of brand identification and loyalty towards the trademark of their preference. The traditional purpose of 
the trademark which included but was not limited to the indication of ownership over a particular goods or service, has been extended 
to advertising by the seller and signifying special status, style and preference to the purchaser of a certain brand.1 Exemplary significance 
of these trademarks associated with the owners of the goods can be made out by how the society perceives the owner of a Mini Cooper 
Car or a Louis Vuitton handbag2 or how they treat an i-phone owner whose ringing tone is a special feature of the Apple Company’s i-
phone. This is the core reason which becomes the genesis of unique power of the trademarks in aiding people to associate the brand, 
label, origin and value of the product with the respective brand sellers and the class of owners.3The traditional trademarks used by the 
traders usually include illustrative elements of ‘combination of colors’ and ‘shapes’ of unique nature, comprising of various letters, trade 
names, numbers, logos, pictorial representation of ideas, etc. Of late, there has emerged a newer trend and use of trademarks, comprising 
of the appearance, smell, sound, shape, textures, mono-colors, holograms, motion marks, shades, etc., by various traders/companies. 
These signs that are perceived y the remaining senses by and large include the sound marks, the scent marks or the olfactory marks, the 
sound marks which may be musical, non-musical or both, taste marks or gustatory marks and the tactile marks.  

 
1.1 Issues with respect to the increasing use of non-conventional trademarks.  

The proliferated use of non-conventional trademarks by the various companies and the traders augments several issues 
pertaining to their protection and morality concerns. Brand protection strategies of these non-conventional trademarks pose moral 
questions related to ‘owning a color’, ‘owning a sound’, or smell that may be naturally available elsewhere. These have a drastic impact 
of monopolization with respect to the other actual and potential competitors.  
 

 
1L. Bently, B. Shreman, Intellectual Property law, 2nd edition, Oxford, Oxford University Press, 2004, p. 694. 
2W. Cornish, D. Llewelyn, Intellectual Property: Patents, Copyright, Trade Marks and Allied Rights, 6th ed. London, Sweet & Maxwell, 2007, p. 
603. 
3 Ibid. 
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The second branch of issues revolves around the registrability and the procedural equipment of the various jurisdictions with 
respect to the non-conventional trademarks. There is divide in the universe of the registrable trademarks into two groups, first, being the 
ones that can be visually perceived and the second being the ones that can be experienced through senses.4 The types of signs that can 
be registered in the contemporary scenario have expanded way beyond the traditional combination of words or figurative devices 
appealing to the eyes.5 Development of visual signs have extended to three-dimensional marks (3-D Marks), including product shape 
and external packaging and color marks. Trending color marks as trademarks is a niche category of trademarks as they incorporate 
within their ambit monochromes without any lines or contours, or combinations of such colors which may include blended chromotypes, 
holograms-that optically store and retrieve an image in three dimensions, various motion marks, wherein the animation or moving slides 
build a video clip or a sequence of still images that encompasses the gesture marks and the fluid marks.  This category also includes the 
multimedia signs which are created by syncing the visuals with the sound marks, and the position marks that are strategically placed or 
printed on a product as a brand sign. 
 

Despite the technological development enabling validity of such marks,6 the extent of the afforded protection to them and the 
avoidance of absurd monopolization of every possible sign is an exploratory area of research where the law must attempt to respond to 
the shift in paradigm of the nature of registrable signs and the interests of the parties involved.   
 
1.2 Research Methodology  

The authors have adopted a doctrinal research approach incorporating the comparative analysis of various jurisdictions in their 
dealings with the procedure adopted for the registration of the non-conventional trademarks. Use of comparative legal research 
methodology is coupled with the case studies and legal interpretations by the various courts in jurisdictions with similar trademarks 
vendibility.  
 
1.2.1 Statement of Problem  

There exists no clarity and consensus on the registrable criteria of the non- conventional trademarks amongst the various 
jurisdictions which have identified the necessity of the registrability of these marks. The registrability denotes the capability of the mark 
for being distinctive and graphically represented.  
 

The gap between the pace at which these marks have been emerging owing to technological advancement and the pace at which 
promulgation of legislations have occurred for according protection to these emerging marks is huge. This gap is the grey mooting area 
where the lawmakers are confronted with the pragmatic registrability issues of these new non-conventional trademarks and the lag in 
the legislation.  
 
1.2.2. Objective 
 The main objective of this research study is to examine the existing legal framework for protection and registration of non-
conventional trademarks in EU, US and India and to make possible suggestions/recommendations for the protection of these marks in 
India. 
 
2. Concept and Pre-requisites for Protection of Non-conventional trademarks 
 Word, symbol or design, or a combination thereof comprises the range of traditional trademarks. The scope of the same is 
steady in almost all the jurisdictions despite the gazillion discussions on the expansion of the scope to incorporate the non-conventional 
trademarks for over a century now. Therefore, any mark that is used as a trademark-that does not fall within the purview of the traditional 
scope of “word, symbol or design, or a combination thereof shall be considered unconventional or non-conventional trademark.”7 These 
marks have widely come to be accepted in the recent times by way of legislative modifications8 that have been adaptively included these 

 
4Qian Zhan, The International Registration of Non-traditional Trademarks: Compliance with the TRIPS Agreement and the Paris Convention, 16 
WORLD TRADE REV. 111, 112 (2017). 
5World Intellectual Property Organization (WIPO), New Types of Marks, Sep. 1, 2006, Standing Committee on the Law of Trademarks, Industrial 
Designs and Geographical Indications (SCT), SCT/16/2, at para.3. 
6V.K. Ahuja, Non-Traditional Trademarks: New Dimension Of Trade Marks Law, 32(11),E.I.P.R 575-581, 575.  (2010). 
7Roberto Carapeto, A Reflection About the Introduction of Non-Traditional Trademarks,  Vol 34 JIPR  25, 25-26. 
8BIP attorneys in trademarks, Non conventional Trademarks – sound marks,BANANAIP (Mar. 24, 2022, 10:10 AM), https://www.bananaip.com/ip-
news-center/non-conventional-trademarks-sound-marks/. 
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marks as the registrable trademarks. A musical note that is associated with a brand9, a floral scent for sewing thread10, a particular shape 
for a bottle of a soft drink11, a landmark building for a hotel12etc, are all examples of unconventional trademarks.   
 
 Article 15 of the TRIPS Agreement lays down the general requirements for the registration and thus, protection of the 
conventional and non-conventional trademarks.  The pre-requisites for registrability of a trademark is its distinctiveness, graphical 
representation, visual perceptivity.13 These general requirements are not mandatory in nature as the use of word, “may” has been 
emphasized. Therefore, these minimum standards or pre-requisites vary from country to country. The issue of acceptability arises in a 
foreign jurisdiction as the rules may vary in that region. This is very much applicable to the varying rules of graphical representation 
and hence the acceptability of an unconventional trademark in one country can never conclusively ensure acceptability of the same in 
the other countries. The best example of this can be registration of a color as the trademark in one country, which may be denied of the 
same in another owing to the fact that it has religious significance in that country.14 
 
 Various countries have adopted varied approaches for the protection of the non-conventional trademarks, as their protection 
regime is comparatively more complex than that of the conventional ones. The nascent development and evolution of these marks with 
the advancement of the technology has found the laws not in pace with their increased usages. Thus, the general principles of their 
protection have been deciphered from various judicial decisions and statutory interpretations in a liberal manner.  
 
3. The Legal Regime of Unconventional Marks in the various jurisdictions with special focus on EU and the USA 

The existing legal regimes of the different types of non-conventional trademarks discussed hereunder are the shape marks, the 
sound marks, the smell/olfactory marks, taste marks, color marks, holograms, motion marks, image marks for landmarks and touch 
marks. An attempt to throw light upon the existing legal regimes of EU and USA coupled with the contemporary and parallel regimes 
has been done by the authors. This is in contrast with the Indian system wherein information on items of registrability have been 
incorporated wherever such instances have existed.  
 
3.1. Historical background of the Evolution of the Regimes. 

EU’s Trade Marks directive15and the Community Trade Mark regulation16are the pioneering legislations that enabled the 
registration of the non-conventional trademarks in Europe, introduced respectively in years 1988 and 1993.17 

 
Since 2016, European trademark law has gone through its most substantial reform since the implementation of the (former) 

Community trademark system in 1996. The most crucial change that took effect from 1 October 2017 was that of dispensation with the 
requirement of the trademark being capable of graphical representation which opened up the opportunity for trademark owners to obtain 
protection for new types of marks.  

 
Article 4 of EUTMR, as amended and effected from October 1, 2017 states 

“An EU trade mark may consist of any signs, in particular the shape of goods or of the packaging of goods, provided that such 
signs are capable of: (a) distinguishing the goods or services of one undertaking from those of other undertakings; and (b) being 
represented on the Register of European Union trademarks, (“the Register”), in a manner which enables the competent authorities and 
the public to determine the clear and precise subject matter of the protection afforded to its proprietor.” 18 

 
The removal of the requirement of the mark to be graphically represented has knocked down the registrability hurdle for non-

traditional trademarks such as position, sound, motion, multimedia and hologram marks which, for example, can now be filed in MP3 
or MP4 file format provided it fulfills the requirements provided. 

 
9 Yahoo’s Yodel, ICICI Jingle. 
10 Re Celia Clarks, 17 USPQ 2d 1238(TTAB 1990). 
11 Shape mark of Coca Cola bottle (TM 877676). 
12 Registration of the Taj Mahal Palace Hotel Building as mark (Reg. No. 3386351). 
13“Members may make registrability depend on distinctiveness acquired through use. Members may require, as a condition of registration, that signs 
be visually perceptible.”- TRIPS[Art-15(1)]. 
14Neha Mishra, Registration of Non-Traditional Trademarks 13(1) JIPR, 43-50 (2008). 
15 First Council Directive of 21 December 1988 to Approximate the Laws of the Member States relating to Trade Marks (89/104/EEC). 
16 Council Regulation (EC) No. 40/94 of 20 December 1993 on the Community Trade Marks. 
17 Op. cit. H. Macqueen, C, Waelde, G. Laurie, page 565. 
18AnkeNordemann-Schiffel, Why Product Shape Marks May Be in Bad Shape in the European Union, INTA BULLETIN, (Apr19th, 2022, 
11:38P.M.), https://www.inta.org/INTABulletin/Pages/WhyProductShapeMarksMayBeinBadShapeintheEU7318.aspx. 
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The list of types of marks accepted before EUIPO has been extended and now includes word, figurative, shape, color, sound, 
position, pattern, motion, multimedia and hologram. Needless to say, “protection here may still present challenges as marks must satisfy 
the requirement for distinctiveness and for representation – albeit not graphic – pursuant to Article 4(b) EUTMR.” This means smell 
marks, for example, are still extremely difficult to register.19 

 
Contrariwise, U.S. has comparatively adopted a very liberal approach towards granting protection to the unconventional 

trademarks. The function of a trademark is source identification, and if satisfied, the mark is granted registration and protection. The 
Trademark Act of 1946, known as the Lanham Act, governs trademark matters in the United States. According to Lanham Act on 
Trademark, a “trademark” includes non-traditional marks by not excluding them. The term “includes any symbol, name, word, or device, 
or any combination thereof” that identifies and distinguishes the services and goods of one person from those of another and indicates 
their sources”.20 It is quite clear that there is no such statutory provision or public rules, to prohibit non –conventional trademark 
including, sound, scent, motion, three-dimension tactile marks and flavour. But the same thing applies for smell, shape, color, and 
word.21 
 
3.2. Shape Marks  

The marks capable of being graphically represented, that indicate the origin/attribution of the product to a brand by virtue of 
its shape can be registered as a trademark provide the shape does not serve a functional purpose. Both Indian Trademark Act, 1999 and 
the UK trademark Act, 1994 have included shapes in the definition but the Indian Act prohibits registration of a shape which “(a) results 
from the nature of the product itself; (b) is necessary to obtain the technical result or its functionality, or; (c) Gives substantial value to 
the goods.”22 

 
To make their stand out from the other traders, it is easy to make one’s goods in different shapes as this is one of the easiest 

ways to gain an advantage over the competition by registering the shape of the particular product, which also makes it more appealing 
to the consumers and hence inculcates a sense of attachment with the brand in them.23 

 
The rationale behind refusal of registration to functional shapes as trademarks is well founded on the ground that if allowed, it 

would create a monopoly of the trader over the technical solutions of the functional feature of the product, prohibiting the other 
traders/competitors to use the same on their products, subliming the difference between designs of the product and its trademark. The 
Coca-cola bottle is the most famous registered trademark that is identifiable by the consumers owing to its unique contour.24It is a 
general belief that consumers associate the unique shape of the bottle with Coca Cola, thus it can be said that the shape has acquired 
distinctiveness and has also acquired the secondary meaning.25 

 
Based on Art. 4, “EUTMR which was essentially the same in its previous version with regard to product shapes, numerous 

trademark owners have registered the shapes of a large variety of products at the EU Intellectual Property Office (EUIPO) at the national 
trademark offices over the years. Right from sweets to pharmaceuticals, knives to toys, and machinery to cars and household cleaning 
containers-everything has been applied for protection as trademarked goods. These companies thought they had obtained strong 
protection against their competitors’ attempts to copy the shape of their often very successful products or the packaging thereof; however, 
the EU courts have been very severe in their evaluation of product shape marks. In fact, among those that was originally registered by 
EUIPO and the national offices, many have since been canceled when attacked by an alleged infringer. “Either the courts held that the 
shape at issue only expressed a technical function or that it conferred a substantial value on the product—either of which an absolute is 
bar to registration under EUTMR Article 7(1) (e), thus preventing the mark from registration in the first place.26The court in the case of 

 
19 EUIPO’s “new” types of marks in practice: Any takers?, LIMEGREEN IP NEWS, https://www.limegreenipnews.com/2018/03/euipos-new-types-
of-marks-in-practice-any-takers/, 5th April 
20Lanham Act, 15 U.S.C. § 1127. 
21Qualitex, 514 U.S. at 164. 
22The Trademarks 1999, No. 47, Acts of Parliament 1999, [Section-9(3)]. 
23 ABM Law Chambers, Shapes As Trademarks, BLOGSPOT,(Apr 7th, 2022, 3:06 P.M.), http://trademarklawindia.blogspot.com/2011/12/shapes-as-
trademarks.html. 
24 Ibid.  
25Ibid 
26AnkeNordemann-Schiffel, INTA Bulletin, Why Product Shape Marks May Be in Bad Shape in the European Union, (Apr. 15th 2022, 4:16 P.M.), 
https://www.inta.org/INTABulletin/Pages/WhyProductShapeMarksMayBeinBadShapeintheEU7318.aspx. 
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Philips v. Remington27considered that the three-headed shaver was not a valid trademark protectable feature of the product, “as the 
three heads were only for achieving a technical result.” 
 

In the USA, under the Lanham Act28 the products/goods having “three-dimensional shapes and product packaging are protected 
as trade dress, which means the whole image of a service, or even a product. Trade dress encompasses product description such as size, 
design, color, shape, labels or graphics, or service character such as architectural features, retail décor, menu and layout.”29 

 
3D Shapes are registrable as a trademark, as long as their function is to identify and distinguish the source of the goods 

concerned but they should not serve the functional purpose of the product as in the case of In re Howard Leight Indus, LLC.30 In 1958 
the first “container was registered as a trademark” in the U.S. Principal Register31, andthe Court of Customs and Patent Appeals held 
that types of marks other than words, names, symbols and devices (mentioned in § 45 of the Lanham Act) are registrablein 1960.32 
 
3.3. Sound Marks  

Also known as aural marks/audio signature, the sound mark is an un-conventional trademark where the consumers identify or 
associate a brand or a product by means of an audio clip.  

  
Most of the countries and the jurisdictions have not directly incorporated the sound marks as registrable trademarks, but a few 

have set up a minimum standard or pre-requisite for the inclusion of such marks. These requisites have evolved largely due to the 
prosecuted cases and the guidelines thereunder cannot be said to well developed.33  
 
In Shield Mark BV v Joost Kist34 the ECJ considered the application for two sound marks:  
“1. The first nine notes of Beethoven’s Für Elise- represented by musical notation; and  
2. The crowing of a cock –represented by an onomatopoeia (KuKelekuuuuu) as well as a verbal description ‘ The crowing of a cock’ 
 
The ECJ (1) re-affirmed the general requirements set out in Sieckmann35 for graphical representation,  
(2) re-affirmed the general principle that the question whether any particular graphic representation was sufficient was a matter for the 
national court to determine but  
(3) nevertheless, felt able to provide guidance as to the circumstances in which representation of sound marks by musical notes or written 
language could be sufficient 
 

Describing a sound in written language will not automatically fail to qualify, but the ECJ made it clear that the written 
descriptions at issue (the first nine notes of Fur Elise, cockcrow) were not sufficiently clear or precise and did not make it possible to 
determine the scope of the protection sought.” 
 

In the US, the sound of the famous Tarzan yell,36 the melody ‘sweet Georgia Brown,’37‘merrie melodies’ theme song,38 the 
sound ‘ooh it’s so good,’39 the spoken letters ‘AT & T’,40 are popular examples of registered sound marks. In India, if sound marks can 
be represented graphically, then they are not excluded from registration. Yahoo’s yodel became the first sound mark to be granted by 
Indian Trade Marks Registry (2008) followed by ICICI’s ‘dhinchikdhinchik (2011).  
 

 
27Philips v. Remington , ECJ, C-299/99,(2002). 
28 Lanham Act, 1946. 
29 Gilson &LaLonde, 2 Trademark Protection and Practice, § 7.02[7]. 
30 Re Howard Leight Indus, LLC (80 USPQ2d 1507 (TTAB 2006)). 
31 Re Ex parte Haig & Haigh, Ltd. (1958, Comr Pats) 118 USPQ 229. 
32 Application of  Kotzin (1960) 47 CCPA 852, 276 F2d 411, 125 USPQ 347. 
33Manu Gupta, Non conventional trademarks- analysis of the Indian structure,ROSTRUM LEGAL, (Apr 3rd,2022, 11:14 A.M.), 
https://rostrumlegal.com/journal/non-conventional-trademarks-analysis-of-the-indian-structure/. 
34Shield Mark BV v Joost Kist, ECJ C-283/201,(2003). 
35Ralf Sieckmann v. DeutschespatentundMarkenant, ECR-I-11737,(2002). 
36 Registration no: 2210506, a yell consisting of a series of approximately ten sounds. 
37 Registration no: 1700895. 
38 Registration no: 2473248, the mark consists of thirty musical notes. 
39 Registration no: 200096. 
40 Registration no: 1761724, the mark consists of the spoken letters ‘AT &T’. 
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US, Austria, Denmark, France, Germany, Ireland, Italy, the Office for Harmonization in the Internal Market (OHIM), Spain, 
Sweden, UK, Norway, Switzerland, Germany-all of these jurisdictions recognize sound marks. The test is “whether other traders are 
likely, without improper motive, to wish to use the sound in the ordinary course of their business.” The sound mark shall be acceptable 
only if it has become distinctive mark.41This depends on the audile i.e. the hearing perception of the listener which may be as momentary 
as the sound itself. If the sound hobbles in the mind of the listener and is so intrinsically different or distinctive that it causes the listener 
to consequently associate a source or event with that sound then the sound may be qualified for a trademark.42 
 
3.4. Smell Marks 

Also known as the olfactory or scent marks, smell mark is unique smell used in relation to goods or services of a trader to 
differentiate it from another. To obtain registration of a smell mark applicants must be able to visually represent the product’s scent and 
must show it is distinctive from the product itself.43 
 

Scent Marks can be divided into three different categories in accordance with the kind of products that they relate to.  Those 
scent marks that serve the only purpose of emission of fragrance such as perfumes, room fresheners, etc. fall under the category of the 
“Primary scent marks”. “Secondary scent marks” include products in which the scent so added do not serve the main purpose of the 
product, i.e., the primary function, but which nonetheless forms a necessary attribute, like soaps, face washes, detergents, etc. The third 
category includes the products that are not enhanced by the addition of the fragrance to them, viz. an embroidery yarn, etc. They are 
called the “Unique scent marks.”44 
 

Just like the shape, the smell should be related to the product for the identification purpose but it should not be functional in 
nature. For example, the smell of lemon for garbage plastic bags; the smell itself can be distinctive, but it can also be functional because 
it can mask the smell of waste and garbage. Under the “functionality doctrine” a smell trademark on a perfume was not allowed in a 
case.45The following are the points that determine its registrability of a sent mark: 
 

(a) “the applicant should be the only person marketing the goods concerned; 
(b) the fragrance should not be an inherent attribute or natural characteristic of the goods, but a feature supplied by the applicant; 
(c) the applicant should have emphasized and promoted the scent mark in advertising, and 
(d) the applicant should be able to prove that customers dealers and distributors of its products, recognize the applicant as the 

source of these goods.46” 
 

In EU, olfactory marks can be protected only if the mark does not emanate from the product, but is distinctively represented. The 
landmark judgment in this matter is decided by the ECJ in the Sickmann case47, wherein the application was to register an olfactory 
mark comprising “the pure chemical substance methyl cinnamate (=cinnamic acid methyl ester).” The distinctive representation of the 
mark sought o be registered was provide with the structural formula of C6H5-CH = CHOOCH3. In addition, Mr. Siekmann gave details 
where one could obtain the chemical, he submitted with his application an odor sample of the sign in a container and stated that the scent 
was usually described as ‘balsamically fruity with a slight hint of cinnamon’. The said application was rejected on the grounds that the 
requirements of graphical representability are not satisfied by a chemical formula, by a description in written words, by the deposit of 
an odor sample or by combination of those elements. But the removal of the graphic representability requirement in 2017, by the 
Directive represents an important step toward the development of IP rights according to the challenges and requirements of the current 
business environment. 
 

On the other hand, the USA has showed a liberal approach in the recognition of non-conventional marks. The Trademark Manual 
of Examining Rules provides a law for the recognition of non-visual trademarks not capable of being represented graphically, via 
subjective description. For the first time in 1990 “the United States Patent and Trademark Office, and Appeal Board in Re Celia 

 
41Lisa P. Lukose, Non-Traditional Trademarks: A Critique, 57: 2, JILI, 197, (2015). 
42Nimisha Gupta, Non – Conventional Trademarks in India, QUICKCOMPANY, (Apr.18th,2022, 9:45 P.M.), 
https://www.quickcompany.in/articles/non-conventional-trademarks-in-india. 
43 WIPO, Smell, Sound and Taste- Getting a Sense of Non-Traditional Marks,WIPO MAGAZINE, (Apr. 5th 2022, 9:30 P.M.), 
https://www.wipo.int/wipo_magazine/en/2009/01/article_0003.html. 
44 Snowden, D. The registration of colors and scents as trademarks, Intellectual Property Dissertation, April 2002, p.16. 
45Supra Note 18 
46Ibid.  
47 Ralf Sieckmann v. DeutschespatentundMarkenant, ECR-I-11737,(2002). 
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Clarke48, the Court upheld the registration of a ‘high impact, fresh floral fragrance reminiscent of Plumeria blossoms’ for sewing thread 
and embroidery yarn.  
 
3.5. Color Marks.  

Any sign signifying or indicating a meaning or a message, that can be distinguished and is perceivable by our senses, can be 
trademarked. A combination of colors can make the mark look distinct and recognizable.49 Colors or different combinations of colors 
can be registered as a trademark provided they are distinctive and capable of distinguishing the goods as a badge of origin.50A color 
when employed as a trademark can be registered provided it is capable of being: 
(a) a sign/mark 
(b) graphically represented 
(c) Capable of distinguishing the goods or services of one undertaking from another.51 
 

The EC had denied registration to the individual color’s registration for the first time in the case of LibertelGroep BV v. 
Benelux-Merkenbureau52.After Libertel, the ECJ considered the matter of color trademarks registration on two other occasions – in 
Heidelberger Bauchemie GmbH53 and in KWS Saat54and rejected both the applications basis the Sieckmann’s test.  From October 1 
2017, the requirement of graphical representation is no longer needed in the European Union but this dispensation is not important for 
the registration of color marks. Applications for registration of color marks have to meet the new requirement of being able to be 
represented in a “clear and precise manner”. 

 
Correspondingly, U.S. courts have displayed unwillingness in allowing registration of individual colors as trade marks for a 

long time.The fundamental case dealing with color trade marks in the USA came in 1985. In re Owens-Corning55 under the new 
Lanham act, the US court overruled the “color depletion theory” and allowed the registration of pink color for fiberglass residual 
insulation. In Qualitex Co. v. Jacobsen Products Co., Inc56the US Supreme Court allowed the registration of the color as a mark, 
redefining the Owens Corning ruling. Thus, if the color only promotes the brand, it can be granted protection.  
 

The Indian Trademark Act, 1999 is silent about exclusive protection of any color as a trademark. However, it does not exclude 
or prohibit the same, therefore it allows such registration. However, for such exclusivity, acquired distinctiveness is be an indispensable 
condition. Thus, the protection is granted only to the colors with which the buyers essentially relate, for instance, the characteristic 
purple shade of Cadbury Dairy Milk chocolates.57 
 

The Indian Courts have taken a conflicting stance with respect to the registration of a color mark but the latest judgment has 
recognized a single color to be capable as being registered under the Trademarks Act.58 
 
3.6. Image Marks  

Image marks refer to the category where marks qualify the dual test of graphical representation coupled with the factum of 
them existing as the 3-D Object, ie, a building. The concept of building being recognized in certain cases have been the breakthrough in 
India as well as in foreign jurisdictions. The most suitable example of the same is the Taj Palace Hotel located in Mumbai. Trademark 
registrations have been sought for landmarks used in connection with a myriad of goods and services, including museums and historic 

 
48 Re Clarke, re 17 USPQ 2d 1238(TTAB 1990). 
49Unconventional Marks: Not just your ordinary Trademark!, LEGALWIZ, (Mar. 26, 2:18 PM), https://www.legalwiz.in/blog/unconventional-
marks-not-just-your-ordinary-trademark. 
50 Elizabeth Verkey, Intellectual Property Rights 158(Ed. 1 2015). 
51LibertalGroup  BV v. Benelux-Merkenbureau, ECR I-3793(2003). 
52LibertelGroep BV v. Benelux-Merkenbureau, Case C-104/01(2003). 
53Heidelberger Bauchemie GmbH Case C-49/02,(2004).   
54  KWS Saat AG v Office for Harmonisation in the Internal Market Case-447/02, (2004). 
55Re Owens-Corning Fiberglas Corp., 774 F.2d 1116 (Fed. Cir. 1985). 
56Qualitex Co. v. Jacobson Prods. Co, Inc 514 U.S. 159 (1995). 
57 Id. 
58Christian Louboutin SAS v. Pawan Kumar and Ors.,CS (Comm.) No. 714,(2016). 
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houses,59sports stadiums,60movie theatres,61etc. As regarding the criteria for its registration, the USPTO62 takes the position that “the 
three-dimensional configuration of building is able to be registered only if is used in such a way that it is or could be perceived as a 
mark.63 
 
3.7. Taste Marks  

Also referred to as gustatory marks, the taste mark is capable of serving its function on the basis of the taste of its product, it 
can be registered as a trademark. It is one of the least recognized conventional trademarks. There are no instances of registration of taste 
marks in India. In US, the LABORATORIOS PISA, S.A. DE C.V., with a total of 38 flavor applications have filed for the approval 
before the  USPTO in February 2019.  
 

Very few jurisdictions permit the registration of taste as a mark with the requirement that the taste be represented graphically 
and, of course, that it serves the purpose of a trademark. It is difficult to create distinction between the natural flavor of a product, and 
the flavors of two competitors. Even when the taste is not protected by a trademark registration, such recipes often are closely guarded 
trade secrets.64 

 
3.8. Touch Marks  

Also known as touch marks or texture marks, these marks mainly give the sense to the user with reference to its subsistence 
and the goods or services it is on behalf of. The touch mark should be distinctive to the users; i.e. it must not be just an eye-catching or 
ornamental element rather than being and instrument of decoration and packaging of the goods or services that it is demonstrating. The 
mark must possess the characteristic of a standard trademark.65However, in cases where the mark has acquired distinctiveness for itself,  
by virtue of use of mark to engage the sense of touch as a source indicator’s existence, then the mark can be granted the legal protection. 
A velvet-textured covering for wine bottles was registered and granted protection, as it served the purpose of appealing distinctiveness 
to the consumer and establishing a unique mark, without affecting the functionality of the wine bottle.  
 
3.9. Holograms and Moving Images  

Motion marks include holograms, gestures, motion or moving image marks which can combine colors, sounds and aspects of 
product designs. They are the result of multimedia technology. This category of marks registration usually requires the use of a sequence 
of pictures or drawings to depict how the trademark functions.66 The registrabilty is dependent upon the description presented in the 
application of the various components or elements of the trademarks and their interaction with each other explained in a sequence of 
steps. The mark should be distinctive and non-functional. It is recognized in the U.S. as well as the E.U. Some examples would be the 
lion roar of MGM pictures, the motion mark of Columbia pictures, Dreamworks etc. They are recognized in various cases. However, 
there has been no stance of registration of a motion mark in India. 
 
The Indian Scenario Pertaining to the Non-Conventional Trademarks.  

The Indian Trademark Act, 1999 defines “trade mark” as “a mark capable of being represented graphically and which is capable 
of distinguishing the goods or services of one person from those of others and may include shape of goods, their packaging and 
combination of colors.”67 The Act further provides for definition of ‘mark’ which enumerates inclusion of a “device, brand, heading, 
label, ticket, name, signature, word, letter, numeral, shape of goods, packaging or combination of colors or any combination thereof.”68 
This clearly is the restrictive definition of a trademark wherein the non-conventional trademarks have not been included in plain text of 
the legislation. Since the inception of the recognition granted to the trademarks as intellectual property, the conventional mars have been 
in the picture with extensive use of taglines, logos, etc. The use of red thumb as the logo for the brand of Thumbs Up, (a beverage widely 

 
59 Mann’s Chinese Theater, Trademark Exam. Dep’t of the United States Pat. & Tm. Office, November 11, 1997, Reg. No. 2,112,793. 
60 Yankee Stadium, Trademark Exam. Dep’t of the United States Pat. & Tm. Office, filed June 17, 1998 (facsade, Serial No. 75/505,795; aerial view, 
Serial No. 75/505,796). 
61Certificate 486145. 
62 United States Patent and Trademark Office. 
63 Patent and Trademark Office, U.S. Dep’t of Commerce, Trademark Manual of Examining Procedure, 1301.02(c) (Aug. 1997). 
64Manu Gupta, A research study on non-traditional trademarks, WORDPRESS, (Apr 14th, 2022, 2:30 P.M.), 
https://scholarticles.wordpress.com/2015/08/27/a-research-study-on-non-traditional-trademarks/. 
65Sreenivasulu NS,Millennium and Generation Next Trademarks: Trends in Branding and Merchandising, E-Science Central, 2:3, INTEL PROP 
RIGHTS JOUR., 1,3 (2014). 
66 Supra note 27. 
67 The Trademarks Act, 1999, No. 47, Acts of Parliament 1999[Section 2 (zb)]. 
68 The Trademarks Act, 1999, No. 47, Acts of Parliament 1999 [Section 2(m)]. 
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known) with the tagline of “Taste the thunder,” is a good example of how public largely differentiates it from other beverages of the 
same category even when the product’s name, i.e. Thumbs Up is not mentioned.  The Indian law recognizes these traditional marks if it 
fulfills the criteria of distinctiveness- which may be either inherent or acquired. The mark must be capable of being graphically 
represented and must fulfill other conditions/criteria provided under Sections 9 and 11 of the Trademark Act, 1999.  
 
Conclusion 
 It is apparent that the approach adopted by the USA towards the registration of the non-conventional trademarks is liberal, the 
approach adopted by the EU has been diverse. India has simply imported EU guidelines with regard to these marks. The EU modification 
is not followed and hence the requirement of the graphical representation of these marks are not dispensed with in India. Therefore, the 
laws are inadequate in both substantive and procedural aspects. “The Indian regime has accumulated a lot from the occurrences of the 
European Union and the United States.  Its decision to not grant trademark-ability status to olfactory and gustatory marks is based on 
practical impediments of today. “The Trademark Rules, 2017 which mentions registration of sound marks mandates representation of a 
sound mark of in an application for its registration, the mark recorded in a mp3 format not exceeding thirty seconds in a clear and audible 
medium, which is to be accompanied with a graphical representation of its notation along with the application to be submitted. The 
position with respect to the smell and taste marks have to be liberally reconsidered in the light of the EU Directive and the US approach. 
The single color’s recognition has yet to be done by the Indian Courts.  
 
 
 
 
 
 
  


